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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 

1 . Claims 1 -26 are pending. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. The objection to the specification is withdrawn in light of Applicant's Deposit Statement 
filed 10 July 2007. 

4. The rejection of claims 1-26 under 35 USC 1 12, first paragraph, as containing subject 
matter that was not described in the specification in such a way as to enable one skilled in the art 
to which it pertains, or with which it is most nearly connected, to make and/or use the invention 
is withdrawn in light of Applicant's Deposit Statement filed 10 July 2007. 

Claim Objections 

5. Claims 3-4 are objected to under 37 CFR 1.75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim. Applicant is required to cancel 
the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. The claimed plants do not have all the characteristics of the plant 
population of claim 2, that is, they do not consist of variety 1071535. Thus, the claims do not 
properly depend from the parent claim. The objection is repeated for the reasons of record as set 
forth in the Office action mailed 1 1 April 2007. Applicant's arguments filed 10 July 2007 have 
been fully considered but they are not persuasive. 

Applicant urges that claim 4 requires the population of claim 2 be essentially from from 
hybrid seed; nothing in claim 2 requires these elements (response pg 2). 
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This is not found persuasive because claim 2 is drawn to "A population of seed of the 
corn variety 1071535" [emphasis added], not a population comprising corn variety 1071535. No 
other seed, can be in the population of claim 2; thus, claim 4 fails to further limit claim 2. 

Applicant urges that the dictionary definitions of "population" and "homozygous", 
neither of which were sent, indicate that nothing would require the population of claim 2 to be 
homozygous (response pg 2-3). 

This is not found persuasive for the reasons indicated above. 
6. Claims 10 and 18 are objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or 
rewrite the claim(s) in independent form. The claimed plants do not have all the characteristics 
of the plant of claim 5; thus, the claims do not properly depend from the parent claim. The 
objection is repeated for the reasons of record as set forth in the Office action mailed 1 1 April 
2007. Applicant's arguments filed 10 July 2007 have been fully considered but they are not 
persuasive. 

Applicant urges that in another case an Appeal was decided in Applicant's favor on this 
issue (response pg 3). 

This is not found persuasive because the Decision states: "The opinion in support of the 
decision being entered today was not written for publication and is . not binding precedent of the 
Board." 
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Claim Rejections - 35 USC § 112 

7. Claims 20-26 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter that Applicant regards as 
the invention. Dependent claims are included in all rejections. The portion of the rejection 
below is repeated for the reasons of record as set forth in the Office action mailed 1 1 April 2007; 
the other rejections are withdrawn in light of Applicant's Deposit Statement filed 10 July 200. 
Applicant's arguments filed 10 July 2007 have been fully considered but they are not persuasive. 

Claims 20 and 25 are indefinite in their reference to a plurality of paired chromosomes 
and genetic loci, as corn plants inherently comprise these features. Do the claims mean that 
these are additional chromosomes and loci? 

Applicant urges that the terms are present to serve as antecedent basis for the plants 
defined by the claims, and not that additional loci or chromosomes need be present (response pg 
5). 

This is not found persuasive because the terms are confusing and appear to refer to 
additional chromosomes and loci. It is suggest that the claims be amended to obviate this 
rejection. 

Claim Rejections - 35 USC §§ 102 - 103 

8. Claim 24 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103 as obvious over Rosenbrook (1992, US Patent 5,097,095). The rejection is 
repeated for the reasons of record as set forth in the Office action mailed 1 1 April 2007. 
Applicant's arguments filed 10 July 2007 have been fully considered but they are not persuasive. 
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The claimed converted plants appear to have "substantially all" of the traits of the PHM 10 . plants 
taught by Rosenbrook. PHM 10 has the same cob color (pink), glume color (green), silk color (green- 
yellow), and anther color (green-yellow), for example, as 1071535. The plants also share similar scores 
on traits that are affected by environment, e.g., plant height, seed content, lodging score and mean yield. 
Any differences are the new traits in the converted plants. 

The prior art plants differ from the claimed plants only by their method of manufacture. 
However, the claimed method of making the converted plants would not distinguish them over the corn 
plants taught by the prior art. See In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985), which teaches that 
a product-by-process claim may be properly rejectable over prior art teaching the same product 
produced by a different process, if the process of making the product fails to distinguish the two 
products. 

Applicant urges that no showing that the reference actually does teach the claim 
limitations was made, and numerous morphological differences differ between the varieties, with 
no basis to conclude the plants could express the traits under any environmental conditions 
(response pg 5). 

This is not found persuasive. Applicant has not pointed to any Mendelian traits that 
differ between the varieties, given that the claim is drawn to a converted plant of 1071535 that 
expresses at least one new trait relative to 1071535. PHM 10 appears to express "at least one new 
trait" relative to 1071 535, as well as numerous traits in common. Traits that are affected by 
environment could be the same or they could be "new traits"; the Examiner cannot judge 
without growing the plants side-by-side. However, the Office is not equipped to conduct 
experimentation in order to determine whether Applicant's composition differs, and, if so, to 
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what extent, from the discussed reference. Therefore, with the showing of the reference, the 
burden of establishing non-anticipation by .objective evidence is shifted to the Applicants. 

Applicant urges that the action appears to be alleging that the plants may be the same, 
with no attempt to show the variety anticipates the claims; each and every element must be show 
to be present (response pg 6). 

This is not found persuasive because the "at least one new trait" can be a trait or traits of 
any kind. PHM10 thus does anticipate each and every element. 

■ Applicant urges that inherent characteristics must flow from the prior art (response pg 3). 

This is not found persuasive because the "at least one new trait" can be a trait or traits of 
any kind. 

9. Claim 24 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103 as obvious over Johnson (2002, US Patent 6,444,884). The rejection is repeated 
for the reasons of record as set forth in the Office action mailed 1 1 April 2007. Applicant's 
arguments filed 10 July 2007 have been fully considered but they are not persuasive. 

The claimed converted plants appear to have "substantially all" of the traits of the 1014738 plants 
taught by Johnson. 1014738 has the same cob color (pink), glume color (green), silk color (green- 
yellow), and anther color (green-yellow), for example, as 1071535. The plants also share similar scores 
on traits that are affected by environment, e.g., plant height, seed content, lodging score and mean yield. 
Any differences are the new traits in the converted plants. 

The prior art plants differ from the claimed plants only by their method of manufacture. 
However, the claimed method of making the converted plants would not distinguish them over the corn 
plants taught by the prior art. See In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985), which teaches that 
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a product-by-process claim may be properly rejectable over prior art teaching the same product 
produced by a different process, if the process of making the product fails to distinguish the two 
products. 

Applicant urges that no showing that the reference actually does teach the claim 
limitations was made, and numerous morphological differences differ between the varieties, with 
no basis to conclude the plants could express the traits under any environmental conditions 
(response pg 5). 

This is not found persuasive. Applicant has not pointed to any Mendelian traits that 
differ between the varieties, given that the claim is drawn to a converted plant of 1071535 that 
expresses at least one new trait relative to 1071535. PHM10 appears to express "at least one new 
trait" relative to 1071535, as well as numerous traits in common. Traits that are affected by 
environment could be the same or they could be "new traits"; the Examiner cannot judge 
without growing the plants side-by-side. However, the Office is not equipped to conduct 
experimentation in order to determine whether Applicant's composition differs, and, if so, to 
what extent, from the discussed reference. Therefore, with the showing of the reference, the 
burden of establishing non-anticipation by objective evidence is shifted to the Applicants. 

Applicant urges that the action appears to be alleging that the plants may be the same, 
with no attempt to show the variety anticipates the claims; each and every element must be show 
to be present (response pg 6). 

This is not found persuasive because the "at least one new trait" can be a trait or traits of 
any kind. PHM10 thus does anticipate each and every element. 

Applicant urges that inherent characteristics must flow from the prior art (response pg 3). 
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This is not found persuasive because the "at least one new trait" can be a trait or traits of 
any kind. 



1 0. Claims 1 -2, 5-9, 1 1 - 1 7 and 1 9 are allowed. 

1 1 . Claims 3-4, 10 and 18 would be allowable if written to overcome the objections detailed 
above. 

12. Claims 20-23 and 25-26 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in. this Office action. 



Conclusion 

13. THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of 
the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later, than SIX MONTHS from the date of this 
final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anne R. Kubelik, whose telephone number is (571) 272-0801. 
The examiner can normally be reached Monday through Friday, 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg, can be reached at (571) 272-0975. 

The central fax number for official correspondence is (571) 273-8300. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 



Application/Control Number: 10/804,570 



Art Unit: 1638 



Page 9 



the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 

9199. 

Anne Kubelik, Ph.D. 
September 12, 2007 

/Anne Kubelik/ 
Primary Examiner 



